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Abstract

This paper discusses the nature and extent of protection afforded under UK and US laws for

sequence listings, with an emphasis on databases containing sequence listings.

INTRODUCTION
In recent years, the scientific community

has made exponential advances in

biotechnology. In particular, great insight

has been made into the human genome

and the genomes of other organisms of

interest. Information gained by these

advances holds the promise of ameliorating

or even curing diseases that currently afflict

millions. However, such information

comes with a hefty price tag. Companies

funding biotechnology research wish to

reap the economic benefit of their hard

work, yet may have difficulty doing so. As

discussed below, laws (other than patent

law, where an invention is involved) afford

little, if any, protection to the databases

compiled as a result of the companies’

research. This lack of legal protection

makes the companies’ abilities to structure

licences and similar deals of greater

importance, whereby effort in creating the

databases is rewarded.

The state of international copyright law

was described as ‘unsettled’ by Richard

Lambert, a senior intellectual property

lawyer with the US National Institutes of

Health, in an article by Biopeople;1 and

another expert, who preferred to remain

anonymous, described it as ‘a mess’. This

paper addresses some of the problems of

protecting sequence listings in

biotechnology databases in the UK and in

the USA. It may not make very happy

reading for some.

This paper does not consider patent

protection. That would be an article in

itself. In practice, some of the problems

detailed below may be dealt with by the

existence of patent protection. The

availability of patents for biotechnological

inventions in the EU should have been

settled by the Biotechnology Directive,2

which was due to have been introduced

into national laws by 30th July, 2000. As

everyone knows, most of Europe is still

arguing about (a) whether they will

implement it at all, despite the fact that

under European law they were obliged to

do so nearly three years ago; and (b) if

they do implement it, on what terms?

The authors happily report that the UK is

one of the countries that has fully

implemented the Directive. In the USA,

patents are available to biotechnological

inventions, but such inventions must

meet the stringent requirements of US

patent law. The written description,

enablement and utility components of US

patent law currently pose particular

difficulty to biotechnology inventions.

This paper addresses only the

protection available to someone who has

elucidated a sequence listing for a

biotechnological product: a single

nucleotide product (SNP), an expressed

sequence tag (EST), a protein, a genome.

The UK portion focuses on the position

in England, although the position is likely

to be the same elsewhere in the UK.3
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This paper does not address questions

of fair dealing or experimental use. While

they may be relevant in development

situations, they are not relevant when a

product is being produced commercially.

This paper also does not deal with the

ownership of rights. That is a matter for

national law. The most common situation

in both the UK and the USA will be that

the work is done by an employee

working for his employer. In general, the

law provides that any resulting rights shall

belong to the employer, although there

are variations on that rule.

While many of the laws that may apply

are well established in relation to

conventional matters, much of the law is

uncertain in relation to biotechnology.

This uncertainty exists simply because of

the relative novelty of the subject matter

and the fact that there has not yet been an

opportunity for the Courts to consider the

matter. In some areas, however, such as the

EU Database and Design Right laws, the

law is so new that its application generally

is unclear. As a result, this paper represents

the views of the authors. Although those

views are in accordance with what is

generally understood to be the position,

and so to that extent ‘conventional’, final

answers to some of the points raised will

have to wait the outcome of proceedings

before the House of Lords/Privy Council

in the UK, the European Court of Justice

and the US Courts.

Given that the laws of the UK and the

USA are quite different, this paper deals

first with the UK and then with the

USA.

PROTECTION IN THE UK
In English law there would appear to be

five possible forms of non-patent

protection available: copyright, protection

under the EU Database Directive,

designs, contract and secrecy. They are

considered in turn.

Copyright
The right to copyright

Under copyright law4 an author is

protected from having the whole or a

substantial part of his or her original

literary works copied. (That position

appears to apply substantially worldwide

under the various International Copyright

Conventions5 that are in force.) English

law has always required a very low

threshold of originality for copyright

protection and there is no doubt that

under English law copyright would subsist

in an original sequence listing of sufficient

length.

Although the originality threshold is

low, there is a threshold. For example, in

the Exxon6 case the English Court held

that the word ‘Exxon’, which had no

doubt been developed by advertising

agents and marketing consultants after

enormous effort, deliberation and

expense, was not sufficiently original to

benefit from copyright protection. By

analogy, a short sequence listing, an EST,

an SNP or a codon, might not be entitled

to copyright, and so would not receive

protection. However there can be no

doubt that a substantial sequence, taking

the extreme the sequence for the human

genome, would enjoy copyright

protection.

The protection given by copyright

Copyright is a right to prevent copying of

the copyrighted work; and this right

extends to preventing making translations

of the work – putting the work into

another format. In computer terms,

converting a high-level language into a

lower, operating language. In relation to

the copyright in a database making ‘an

arrangement or altered version of a

database or a translation of it.’7

Infringement of copyright

So how is the copyright in a sequence

listing to be infringed? Obviously it must

be copied. But how may this occur?

Certainly if a copyist photocopies or

copies out the sequence listing there will

be infringement. Arguably there would be

infringement by making the physical (ie

biological) sequence by assembling the

constituents of the sequence one by one –

but that may be an unlikely scenario.

Under English law
copyright would subsist
in a sequence listing of
sufficient length, but
there is a threshold

Much of the law is
uncertain in relation to
biotechnology simply
because the subject
matter is so new
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There would certainly not be

infringement if another investigator

identified the sequence for himself and

recorded it. There would be no copying;

in exactly the same way as the copyright

in a painting of a flower would not be

infringed by independently making

another painting of the same flower.

Where might the boundary between

infringing copyright, and not, by making

the physical (ie biological) sequence, lie?

There appears to be no relevant authority.

Certainly, there would have to be a

reproduction of the whole or a substantial

part of the sequence as recorded in the

copyright work. What might be required

for infringement might well depend, not

only on the amount of material taken, but

on the nature of the sequence (or partial

sequence) being considered, and the

reason for the taking. If the alleged

copyist was seen to have behaved

improperly, a court might be more

inclined to find that he had infringed.

For example, if the copyright sequence

is an artificial sequence, that is one not

found in nature, which has beneficial

properties, as an improved antibiotic

perhaps, and the alleged copyist has used

the copyright record of the sequence as

the basis from which he or she

constructed his or her own sequence,

perhaps using a method described in the

document recording the sequence as well,

a court might very well find copyright

infringement. Conversely, if the alleged

copyist has merely used the information

that the modified sequence provides an

improved antibiotic and generated other

modified sequences, based on the same

natural or artificial sequence, perhaps

even obtained from the same source but

otherwise owing nothing to the copyright

sequence, the author does not believe that

a Court would find copyright

infringement. It would be hard to say that

there had been any copying of the

sequence recorded by the copyright

owner; merely that there had been use of

the information that he or she had

developed, a suitable subject for patent,

rather than copyright, protection.

There is a further possible difficulty in

relying on copyright, design right. The

arguments as to why design right may

apply to a molecule are set out in a later

section. If those arguments are correct,

and design right does apply to a molecule,

design right law may prevent any reliance

on copyright. Under design right law, ‘It

is not an infringement of any copyright in

a design document . . . recording or

embodying a design for anything other

than an artistic work or a typeface to

make an article to the design or to copy

an article made to the design’; ‘ ‘‘design’’

means the design of any aspect of the

shape or configuration . . . of the whole or

any part of the article’ (the identical

definition as that for a design under that

section of the Act dealing with design

right, below); and ‘ ‘‘design document’’

means any record of a design whether in

the form of a written description, . . ., data

stored on a computer or otherwise.’8 This

provision, if it applies, would exclude

from copyright protection anything

which was a design which, if the

arguments below succeed, includes a

molecule. (For a full explanation see the

section entitled ‘Designs and design right:

UK design right’ below.)

The EU Database Directive
The EU Database Directive9 gives

copyright protection to a selection or

arrangement of the contents of a database

which constitutes the author’s own

intellectual creation;10 and also protects

the substantial investment in obtaining,

verifying or presenting the information in

the database.11

The copyright protection, as might be

expected, is the right to prevent

reproduction (copying) in any form of the

whole or part of the copyright work; and

also to prevent translation, adaptation,

arrangement or any other alteration,

distribution to the public, and any

communication, display or performance to

the public of the database.12 In the UK that

protection is given by the Copyright,

Designs and Patents Act 1988. (Note that

the words ‘whole or part’ in the Directive

If design right applies,
there will be no
copyright protection

If the copyist is seen to
have behaved
improperly, a court
might be more inclined
to find that he had
infringed
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govern only the act of reproduction; while

under UK law13 a person infringes

copyright if he or she copies, etc., all or a

substantial part of the database.14 It remains

to be seen whether translation, etc., of the

whole will be required for infringement,

but as the Directive is apparently not

intended to cut down existing national

protection, probably not.)

The protection of the investment in the

information in the database is a sui generis

right allowing the owner of the right in

the database to prevent ‘extraction’ or ‘re-

utilization’, the transfer to another

medium or the making available to the

public of all or a substantial part of the

contents of the database.15 The right runs

for 15 years ‘from the 1st January of the

year following the date of completion.’16

‘Any substantial change . . . including any

change resulting from the accumulation

of successive additions, deletions or

alterations, which would result in the

database being considered to be a

substantial new investment . . . shall

qualify the database resulting . . . for its

own term of protection.’17 So updates of

the database qualify for a new period of

protection.

However, in considering what is a

‘database’ it must be remembered that the

Directive was designed to protect

assemblies of individual items of

information, for example a ‘Good Food

Guide’ to London restaurants. So the

definition of ‘database’ is somewhat

limited in scope to: ‘a collection of

independent works, data or other materials

arranged in a systematic or methodical

way and individually accessible’18

(emphasis added).

Again there appears to be no authority

as to what constitutes an ‘independent’

work. However, the elucidation of a

substantial piece of genetic information

may not be entitled to protection as a

database. The whole human genome is,

arguably, a single independent work, just

as a book would be a single independent

work, and so not of itself entitled to

protection as a database (although a

compilation of a number of genomes or a

number of books might). Indeed the

human genome has been described as

‘The Book of Life’. This conclusion

would seem to apply regardless of

whether the genome has been decoded by

a single team or, as in practice, by a large

number of teams. They have simply

produced a single work. It can hardly be

said that each team’s work is a product

that is independent of all the other teams.

The combination of their work to

produce the whole is what is important.

Note also that the Database Directive

provides that it is the creator of the

[Data]base who owns the right, not the

originator of the information.19 So the

copyrights in a sequence and any Database

Right may be owned by different people.

(In passing it should be noted that ‘the

compilation of several recordings of

musical performances on CD does not

come within the scope of [the Database]

Directive, both because, as a compilation,

it does not meet the conditions for

copyright protection and because it does not

represent a substantial enough investment to be

eligible under the sui generis right’20

(emphasis added). In the author’s view

that supports his opinion about the lack of

protection available under the Database

Directive.)

A series of sequences from, say, the

same genome which had been combined

on a single record (and suitably accessible)

might be argued to constitute a series of

independent works. However, if the

whole genome cannot get database

protection, the author cannot see a part of

it being allowed such protection; and in

any event the compilation of such

information on a single record (analogous

to a CD) is unlikely to represent a

sufficiently substantial investment to be

eligible under the sui generis right. Even

the assembly of a number of genomes on

to a single record might, arguably, not

satisfy the investment criteria.21

If a series of sequence listings qualifies

for protection under the Directive, then

there will be infringement if the contents

of the database are extracted or reutilised.22

However, as with copyright, there will

The Database Directive
was designed to protect
a ‘Good Food Guide’
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have to be extraction or reutilisation of the

information of the database itself and

independent work to develop the

sequence will not be infringement.

Another difficulty in respect of the

Database Directive is that only individuals

that are nationals of or habitual residents

of, or companies or firms formed under

the laws of and having a genuine business

presence in, a member state are entitled to

protection under the Directive, unless

specific agreements are made with other

countries.23 So far as the writer is aware

there are no such agreements in place or

proposed with any other countries, so

limiting the protection of the Directive to

EU nationals, residents, companies and

firms.

So it appears that the Database

Directive will not be available to prevent

copying of sequences either, and is

certainly not available to those who are

not EU nationals, residents, companies or

firms.

Designs and design right
UK design right

In English law, and so far as the author is

aware, in English law only, protection

against copying is given, without

registration, to any ‘original design’.24

‘ ‘‘Design’’ means the design of any aspect

of the shape or configuration (whether

internal or external) of the whole or part

of an article’25 but ‘does not subsist in . . .
features of shape or configuration of an

article which . . . enable the article to be

connected to, or placed in, around or

against, another article so that either

article may perform its function.’26 ‘A

design is also not ‘‘original’’ . . . if it is

commonplace in the design field in

question at the time of its creation.’27

The questions arise:

• Is a molecule an article? There seems to

be no reason why not.

• Is the design original (in the sense of

being new in the copyright sense; and

not being commonplace)? It is

suggested that a molecule existing in

nature is not original, it has been there

for many years (perhaps many

millennia); however there would seem

to be no reason why a newly designed

molecule might not be original,

provided it was sufficiently different

from the natural molecule and every

pre-existing synthetic molecule.

• Are any of the exclusions of design

right relevant? While it would be

possible to design molecules that were

not to be connected to, or placed in,

around or against, another (molecule),

in practice molecules in biotechnology

will almost always be created so that

they will interact with another

molecule in some way: for example as a

probe, or at a binding site to inhibit

some biological action (in a drug, for

example). So the binding site in any

such newly designed molecule will be

excluded from design right protection

by virtue of the exclusions from design

protection in S 213 (3). The rest of the

molecule could benefit from design

right protection, subject to it being

‘original’. It is not clear how valuable

that protection would be. If the rest of

the molecule is suitably original to have

design right protection it will probably

be entitled to patent protection, which,

as it prevents any making of the

molecule, not merely copying, is far

more valuable. In practice the rest of

the molecule will frequently be the

functional section of a known marker

or drug, will not therefore be ‘original’,

and so will not be entitled to

protection. If it is a variant of a known

molecule interesting questions will arise

as to whether some part (or all) of the

variant is ‘original’ for design right

purposes, but any protection given may

be easy to design round by re-

engineering the original molecule.

For practical purposes there seems to be

no, or at best very limited, practical

protection available for sequence listings

of commercial utility under design right.

There seems to be no
reason why a molecule
should not be an article
for UK design right law

The protection of the
Database Directive is
not available to those
who are not EU
nationals, residents,
companies or firms
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EU design protection

European law also gives monopoly

protection (that is the right to prevent

third parties using the design whether

they copy the design or develop it

independently) for designs under the

Design Directive28 and the Design

Regulation.29 Under the Directive

national laws on Registered Design are to

be harmonised to give a monopoly

protection to a qualifying design for up to

25 years from the date of filing of the

Design.30 The Regulation creates

Community-wide rights, both an

unregistered design right (which protects

qualifying designs against copying only for

three years from the date when the design

was first made available to the public

within the Community31) and a

Registered Design Right (which gives

monopoly protection to a qualifying

design for up to 25 years from the date of

filing of the Design32). [It is not within

the scope of this paper to discuss the

details of the dates from which protection

runs and the provisions for priority and

grace periods available for designs, nor the

problems of complex products and the

protection which may or may not be

available to features of the design relating

to joining the design to other articles. The

sections that follow must be read in that

light; and the legislation consulted for the

details.]

All three rights protect designs, defined

as ‘the appearance of the whole or a part

of a product resulting from the features of,

in particular, the lines, contours, colours,

shape, texture and/or materials of the

product itself and/or its ornamentation.’

Product means ‘any industrial . . . item’.

A design shall be protected ‘to the

extent that it is new and has individual

character’. ‘A design shall be considered

new if no identical design has been made

available to the public’. ‘Designs shall be

deemed to be identical if their features

differ only in immaterial details’, and ‘to

have individual character . . . if the overall

impression [the design] produces on the

informed user differs from the overall

impression produced on such a user by

any design which has been made available

to the public’. ‘In assessing individual

character, the degree of freedom of the

designer in developing the design shall be

taken into consideration.’

‘A design right shall not subsist in

features of appearance of a product which

are solely dictated by its technical

function.’

Can the European Design Rights

protect sequence listings? The situation is

not clear. The rights are relatively new.

Indeed applications for Registered

Community Designs were only possible as

of 1st January, 2003, so at the date of

writing no such Designs have issued. It

does not seem that the rights have been

used in an attempt to protect a sequence

listing. What follows is necessarily

speculative.

Is a sequence listing ‘an article?’ Clearly

the listing itself is not; but the molecule or

part of the molecule that is to be used

commercially will be the product of a

commercial process and be an industrial

item. So that the whole or part of that

product should be entitled to protection;

and in particular for a molecule, its

contours and shape – the disposition of

the elements in the molecule.

Note that under the European law

there is no requirement for any artistic

element such as UK lawyers have become

accustomed to in UK Registered Designs,

although there are references to parts

being visible. This paper assumes that

such visibility does not have to be

visibility to the unaided eye, which

accords with the definition of ‘article’ and

the comment in the Design Directive that

‘protection is conferred . . . for those

design features . . . which are shown

visibly in an application [ie, on a piece of

paper], and made available to the public

by way of . . . the relevant file.’33 The

same requirement appears to apply to the

Design Regulation which requires ‘[t]he

substantive provisions of [the] Regulation

. . . [to] be aligned with the respective

provisions in [the Directive].’34

Is the molecule ‘new’ and does it have

‘individual character’? To be ‘new’ the

National and
community-wide design
protection is available
to designs that ‘are new
and have individual
character’

There is no
requirement for any
artistic element
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molecule must not have been made

available to the public. So many

molecules will not qualify because they

will have been so made available. But a

new synthetic molecule will not have

been made available and so would qualify

as new, at least. The further question

arises as to whether a molecule that has

existed in nature, but has not previously

been identified, can be ‘new’. In patents a

natural molecule, previously unknown,

can be patented if an industrial use can be

found for it. By analogy a newly

discovered molecule will not have

previously been made available to the

public and should be entitled to design

protection if it has a new design.

Will that new molecule have individual

character, that is will ‘the overall

impression it produces on the informed

user [differ] from the overall impression

produced on such a user by any [molecule]

which has been made available to the

public’. That is a question of fact, but in

some cases the molecule will have the

necessary individuality. What is not clear is

what degree of individuality is needed. For

example, will a new synthetic penicillin

molecule be sufficiently individual, given

that many penicillins are known? In many

cases the similarities between molecules in

the same ‘family’, and even with molecules

in different ‘families’, will be sufficient that

a new molecule will not have the necessary

individuality. However, in some cases

certainly the new molecule will have the

necessary individual character. Where the

line will be drawn will only be clearer after

a number of actions have been decided.

‘A design right shall not subsist in

features of appearance of a product which

are solely dictated by its technical

function.’ However it must be rare that all

the features of a molecule will be dictated

by its technical function. For example, the

penicillins must have the penicillanic acid

grouping; but there may be considerable

freedom in the design of the rest of the

molecule. So not all the design features

will be dictated by technical function.

There will be some design freedom.

So in some cases new molecules, not

previously made available to the public,

will be entitled to design protection under

the EU legislation. As Registered Design

Rights give monopoly protection for 25

years they may be an attractive addition to

patents, notwithstanding that they are

likely to be limited to specific molecular

shapes and molecules ‘which [do] not

produce on the informed user a different

overall impression.’35 The unregistered

Design Right is unlikely to be of any

great value since it lasts for only three

years and can prevent only copying.

Contract and secrecy
Clearly it is possible to protect the

information in a sequence listing by

contract with those to whom the listing is

disclosed, or by keeping it secret and not

disclosing it at all. As to the former, the

obligations of confidence will, in practical

terms, normally only bind the person with

whom the contract is made.36 It is not

usually practical to expect a series of

contracts to be developed with successive

people who acquire the knowledge; and

even in so far as the contractual

framework is in place there will inevitably

be problems of enforcing the contract

down the chain (notwithstanding any

help which may be given by the

provisions of the Contracts (Rights of

Third Parties) Act 1999).

Even if work on a sequence is to be

done by a single organisation for a limited

purpose, the ultimate goal is likely to be a

commercial result which makes the

information public.

As to secrecy, while it may benefit a

pharmaceutical company while it works

on particular information in-house, it will

not benefit a small research company or an

university that wants exploit the work it

has done in elucidating a sequence.

Contract may be the only solution. In any

event, it is not desirable that laboriously

and expensively acquired data should be

kept secret. Better that it be make available

for use, but subject to there being a

reasonable reward for the producer.

Neither contract nor secrecy prevents a

third party identifying and using the

It is not usually practical
to develop a series of
contracts with people
who acquire the
knowledge down the
chain

Once a product is
marketed secrecy goes
out of the window
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sequence itself, which is probably just as it

should be. Once a product is marketed

any secrecy goes out of the window, of

course, and the world is free to use the

information.

PROTECTION IN THE USA
In the USA, one may call upon the

copyright laws (laws generally less

complex than the UK laws described

above) to protect original works.37 Unlike

the patent laws, which require novelty,

utility and non-obviousness, the

copyright laws require only that the work

be original and fixed in a tangible

medium of expression from which it can

be communicated.38 A copyright owner,

subject to certain exceptions,39 has the

exclusive right to reproduce the work,

prepare derivative works, to distribute

copies of the work, and to perform the

work publicly.40 The duration of

copyright in the USA is the life of the

author, plus 70 years.41

In many settings, one may seek

copyright protection in lieu of patent

protection because, for example, the

subject matter may be original and fixed

in a tangible medium, yet not sufficiently

novel, useful or non-obvious on its own

to warrant patent protection. One such

setting is that of a biotechnology company

which has expended great time, money

and effort to discover genetic information

and to compile the information into an

automated database. Because such genetic

information may not, by itself, be novel

or useful, companies may attempt to turn

to the copyright laws in an effort to

protect their hard-earned information.

Unfortunately, such companies may be

dismayed by the protection afforded

under US copyright law. This is because

US copyright law no longer rewards hard

work alone. Instead, the aspect now

rewarded by US copyright law is

originality. Therefore, to determine

whether biotechnology databases42 enjoy

copyright protection is to determine

whether the databases are original.

An automated database may be viewed

as having two parts: the data contained in

the database, and the overall database

itself. Viewing the inquiry this way, one

recognises quickly that often the first part

of a database – underlying data – is fact.

Facts, under US copyright law, are not

copyrightable.43 This is because facts do

not owe their origin to an act of

authorship.44 The distinction is one

between creation and discovery: The first

person to find and report a particular fact

has not created the fact; he or she has

merely discovered its existence.44

For nearly a century there was an

exception to this rule – US copyright law

rewarded the efforts of those who

compiled facts under the ‘Sweat of the

Brow’ doctrine.45 Copyright protection

was granted for the underlying facts and

ideas used by an author if there was

sufficient effort and expense used in

generating the information.46 However,

the highest US Court, the Supreme

Court, disposed of this doctrine in 1991.

In a case involving two competing

telephone directory publishers, the Court

held that the names, towns and telephone

numbers in the directories were

uncopyrightable facts, and that ‘factual

compilations [are] eligible for copyright if

it features an original selection or

arrangement of facts, but the copyright is

limited to the particular selection or

arrangement.’47

While it may seem unfair that much of

the fruit of the compiler’s labour may be

used by others without compensation, the

Court explained that the primary

objective of copyright is not to reward the

labour of authors, but to promote the

Progress of Science and useful Arts. This,

according to the Court, is the essence of

US copyright.48

The demise of the Sweat of the Brow

doctrine poses a formidable problem for

biotechnology companies trying to

protect their databases. Copyright

protection will extend only to portions of

the second aspect of a database, ie the

particular selection or arrangement of the

database.

Addressing the second component first,

computerised databases do not initially

Facts are not
copyrightable in the
USA

US copyright law no
longer rewards hard
work

Patent protection for
biotechnology database
content is difficult,
potentially impossible,
to obtain

Copyright protection
for biotechnology
databases is also
inadequate

US copyright extends
only to the particular
selection or
arrangement of a
database
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organise information into any definite

‘arrangement’ because of the nature of

computer data storage.49 Moreover, even

the ‘arranged’ output from a database is

not eligible for copyright protection.50

Courts in the USA have held that the

mode of arranging information by the

computer is a procedure, process, system

or method of operation – all of which are

excluded from protection under US

copyright law.51 In practice, a definite,

physical arrangement of information in a

database would severely decrease the

utility of the database.52

Faced with only the ‘selection’ element

of potential copyright protection, a

biotechnology company may consider

selecting certain types of information to

include in its database. For example, a

company could select only sequences that

share a certain region or are found in

certain tissues. However, this runs

contrary to the primary goal of providing

a thorough database. ‘It is ironic, then,

that only the less useful database receives

copyright protection because it is the only

database with enough ‘selection’ to

warrant coverage.’53

In sum, for a biotechnology company

to receive protection of its automated

database, it must select the contents of its

database carefully. Even then, copyright

protection will extend only so far as the

original selection and arrangement of the

database.

Owing to the thin copyright protection

afforded databases, some have tried to

protect their creations in other ways. The

most common copyright alternatives are

state misappropriation, contract54 and

trade secret laws.55 Unfortunately,

misappropriation claims are likely to be

pre-empted by federal copyright law.56

Contract claims are more likely to

succeed,57 but may be thwarted by the

Commerce Clause of the US

Constitution and are difficult to enforce.58

Trade secret law is also an unacceptable

substitute for copyright law because

databases are normally intended to

disseminate information to many users.

Such dissemination, of course, ruins the

‘secret’ nature of potential trade secret

protection.59

CONCLUSION
Outside the protection given by patents

the protection available for sequence

listings and biotechnology databases in

both the UK and the USA appears to be

depressingly ineffective. This, by itself, is

troubling in light of the effort and

expense associated with creating such

listings and databases.

It is the authors’ view that

consideration should be given to making a

right available to protect the listings from

copying (it should not be a monopoly) for

a limited period of time to allow the

person who elucidated the structure a

reasonable opportunity to earn a reward

for his or her efforts, perhaps to recover

the costs of the sequencing. If the authors

are correct that no single legal avenue

provides adequate protection,

development of a new right should be

explored. Such a right might be limited to

a right to be paid for the use of the

sequence information, to allow the

discoverer a reward without allowing him

or her to sterilise the fruits of their work,

on the basis that they have done no more

than produce, albeit at great expense,

information that can, in theory at least, be

discovered by anyone. Nevertheless, due

consideration must be given to how such

a right would mesh with existing

protection for sequences, eg patents, to

ensure that conflicts would be minimised

and the proliferation of new intellectual

property rights minimised.
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